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REMARKS 

A telephonic intCTview was conducted between Applicants' attorney, Joseph P. Quinn, 
and Examiner MireUys Jagan on November 4, 2004. The stated purpose of the telephonic 
interview was to correct and clarify the record with respect to the Examiner's characterization of 
Applicants* arguments in the Response to Final Office Action dated August 17, 2004. 
Applicants gratefully appreciate Examiner Jagan's time and consideration. 

i^plicants submit that certain language in the Advisory Action dated Septembw 10, 
2004 mischaracterizes Applicants* arguments. As discassed in the referenced telephonic 
interview. Applicants hereby restate these arguments to directly address the language of the 
Advisor Action and thereby clarify the record. 

Fi«t, the Advisory Action stated that AppUcants' arguments are not persuasive because 
the rejections are not based on replacing the removable module of McBcan (U.S. Patent No. 
5,347,476) with the module of Eberly (U.S. Patent No. 3,681 ,991), rather they are based on 
modifying the removable module of McBeanby adding chambers to the module as taugjit by 
Eberly. 

Applicants respectfully submit that Applicants' arguments were not directed to rejections 
that are based on replacing the removable module of McBean with the module of Eberly. The 
Applicants' arguments first identified relevant components of Eberly and McBean (page 10, 
paragraphs 1, 2) and argued against any combination of McBean and Eberly (page 10, 
paragraphs 3, 4). 

Second, the Advisory Action stated that Applicants' arguments against McBean and 
Eberly individually are improper to show non-obviousness of the combination. Applicants 
respectflilly submit that, contrary to the Examiner's apparent characterization, the first two 
paragrsqjhs of page 10 are not individual arguments aimed at overcoming McBean and Eberly 
individually. Rather, these paragraphs sequentially itemize elements and deficiencies of Eberly 
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and McBean as part of AppHcants' overall argument All of AppUcants' statements on page 10 
and the first paragraph of page 11 should be considered as a single argument against any 
combination of McBean and Eberly. 

Third, the Advisory Action stated tiiat Applicants* argument that it is not logical to 
modify Eberly with McBean is not persuasive because the rejections are not based on Eberly in 
view of McBean, rather the rejections arc based on McBean in view of Eberly. Applicants 
respectfully submit that no part of AppHcants' argument is based specifically on modi^g 
Eberly in view of McBean. Rather any combination of McBean and Eberly should be overcome 
in light of Applicants* arguments. 

Fourth, the Examiner indicated Applicants' argument that Examiner's motivation for 
combining Eberly and McBean. i.e. to avoid cross-contamination is improper, is not persuasive 
because avoiding cross contamination was not used by the Examiner as motivation for rejecting 
over McBean in view of Eberly. AppUcants' arguments regarding cross contamination 
addressed discussions in the telephonic interview of 13 May 2004 in which avoidance of cross 
contamination was a subject of discussion between the Examiner and Applicants' attorney. 
AppUcants argued that no combination of references teaches or suggests each and every element 
of the rejected claims (page 1 1, line 16-17). Accordingly, appUcant has argued that NO 
motivation to combine exists wilhout the use of improper hindsight. 

The arguments made in AppUcants' Response to the Final Office Action are restated 
below to more specifically address the modification of McBean in view of Eberly. 

ttftjftcrinns under 35 U.S.C. 103 fa.) over McBean in view of Eberfy: 

The Examiner maintains that "it would have been obvious at the time the invention was 
made to modify the removable module disclosed by McBean by adding a chamber in the module 
for storing the probe and a chamber in the moduJ e for storing a supply of disposable probe 
covers, as taught by Eberly. . ." (Final Office Action, page 1 7, lines 12- J 5). 
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The Examiner maintams that the motivation to combine is "in order to store the probe 
and protect it when it is not being used, and aUow aperson using the module to have clean probe 
covers readily available when using the module to take temperature measurements." (Final 
Office Action, page 17, lines 15-17). 

AppUcants maintain that it is improper to selectively dissect particular components from 
one reference (i.e. cover storage chambers and probe storage chambers of Eberly) to selectively 
add them to particular elements of another (a module of McBean) without proper motivation to 
do so. "It is impermissible within the framewodc of 103 to pick and choose from any one 
reference only so much of it as will support a given position, to the exclusion of other parts 
necessary to the fiill appreciation of what such reference fairly suggests to one of ordinary skill 
in the art." fa re Wesslau. 53^ F.7.d 2:^8. 1 47 T TSPO ^91 fCCPA 1965y The Examiner's 
modification of McBean by selectively dissecting probe storage and cover storage chambers 
from Eberly to combine with a module of McBean is therefore improper. 

AppUcants maintain that the stated motivation to combine is insufficient to support the 
proposed modification without the use of improper hindsight. AppUcants respectfully submit 
that the modules in both McBean and in the present invention as claimed are non-fiinctional 
when detached from the main unit. Therefore, it is not necessary or helpful to put probe storage 
in a module if the motivation is to protect it when it is not being used because no more protection 
is provided by locatmg probe storage in a module than by locating in a main housing. More 
importanUy, since the module is not functional when detached, it is not necessary or helpful to 
store probe covers in the module if the motivation is to have clean probe covers readily available 
when nsine the module to take temperature measurements. A probe and a cover stored in the 
main unit (i.e., the measuring meter 36 of McBean ) would serve the same fimctions as those 
piiiposes that are already served, for example, by Eberly alone. Accordingly the cited motivation 
to combine is improper. 
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In Hght of Ihe foregoing remaiks. Applied request the Exaimner's reconsideration and 
withdrawal of the rejections to claims 1-28. Applicants beUeve that this application is now in 
condition for aUowance and such action at an early date is earnestly requested. 

Please charge any fees or credits to deposit accoimt No. 50^0362. Also, in the event any 
additional extensions of time for responding are required for the pending appbcation(s), please 
treat this paper as a petition to extend the time as required and charge deposit account No. 
50-0369 therefore. 


Dated: Nn yemberS. 2004 


Respectftilly submitted. 



Esq. 


Refe. No. 45,029 
Cuilofaier No. 21710 
Attorney for Applicants 

BROWN RUDNICK BERL ACK ISRAELS LLP 
Box IP 

One Financial Center 
Boston, MA 02111 
Tel: 617-856-8396 
Fax: 617-856-8201 
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